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DETAILED ACTION 

Suspension 

1. Pursuant to the Board of Appeal's final decision regarding U.S. Application No. 
08/973,019, suspension has been lifted. As set forth in the decision on petition requesting 
suspension, the instant application was granted a suspension pending the decision on appeal of 
the '019 application. On November 27, 2002, the Board affirmed the rejection of the '019 
application and on August 27, 2003, the Board denied applicant's request for reconsideration, 
thus terminating prosecution of the '019 application. An action on the merits follows. 

Claim Objections 

2. The numbering of claims has been changed to reflect applicant's remarks filed 24 July 
2002. 

Claim Rejections - 35 USC § 103 

3. The text of those sections of Title 35, U.S. Code not included in this action can be 
found in a prior Office action. 

4. Claims 46-70 and 75-95 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
unpatentable over Kuznetsov (US 5,483,111) in view of Elton et al. (US 5,036,165). 
Kuznetsov substantially teaches the claimed invention except that it does not show that the 
surrounding electrical insulation have a semiconducting inner layer, a semiconducting outer 
layer, and an intermediate layer of electrically insulating material positioned between the 
semiconducting inner layer and the semiconducting outer layer. Kuznetsov does not disclose 
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that the semiconducting inner layer is electrically connected to the conductor so as to be at a 
same electric potential as the conductor. 

Kuznetsov does not disclose that the semiconducting outer layer is connected along 
a length thereof to a node held at a controlled electric potential. Kuznetsov does not 
disclose that the semiconducting outer layer being connected at spaced apart regions to 
the node. Kuznetsov does not disclose that the controlled electric potential being earth 
potential. Kuznetsov does not disclose that at least one pair of adjacent layers of the inner 
layer, the intermediate layer, and the outer layer being secured to each other along 
substantially respective contact surfaces. Kuznetsov does not disclose that when the 
semiconducting outer layer being connected to earth potential, an electric field of the 
high voltage rotating electric machine at both the slots and the end winding region being 
near zero. Kuznetsov does not disclose that the inner semiconducting layer having a 
first plastics material having first electrically conductive particles dispersed therein', the 
equipotential outer layer having a second plastics material having second electrically 
conductive particles dispersed therein, and the intermediate layer of electrical insulation 
having a third plastics material. 

Elton et al. disclose that the surrounding electrical insulation have a semiconducting 
inner layer (104), a semiconducting outer layer (110), and an intermediate layer of electrically 
insulating material (106) positioned between the semiconducting inner layer (104) and the 
semiconducting outer layer (110). Elton et al. disclose that the semiconducting inner layer 
(104) being electrically connected to the conductor (102) so as to be at a same electric potential 
as the conductor (102). Elton et al. disclose that the semiconducting outer layer (110) being 
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connected along a length thereof to a node (1 12) held at a controlled electric potential. Elton et 
al. disclose that the semiconducting outer layer (110) being connected at spaced apart regions 
to the node (112). Elton et al. disclose that the controlled electric potential being earth 
potential. 

Elton et al. disclose that at least one pair of adjacent layers of the inner layer (104), the 
intermediate layer (106), and the outer layer (110) being secured to each other along 
substantially respective contact surfaces. Elton et al. disclose that when the semiconducting 
outer layer (110) being connected to earth potential, an electric field of the high voltage 
rotating electric machine at both the slots and the end winding region being near zero. Elton et 
al. disclose that the inner semiconducting layer (104) having a first plastics material having 
first electrically conductive particles dispersed therein; the equipotential outer layer (110) 
having a second plastics material having second electrically conductive particles dispersed 
therein, and the intermediate layer (106) of electrical insulation having a third plastics material. 
The invention of Elton et al. has the purpose of avoiding the formation of a corona discharge 
when an electrical potential exists between the conductor and the region adjacent the exterior 
surface of the insulator. 

It would have been obvious at the time the invention was made to modify the high 
voltage electrical machine of Kuznetsov and provide it with the insulation configuration 
disclosed by Elton et al. for the purpose of avoiding the formation of a corona discharge when 
an electrical potential exists between the conductor and the region adjacent the exterior surface 
of the insulator. It would have been obvious to one having ordinary skill in the art at the time 
the invention was made to specify the strength and coefficient of thermal expansion of the 
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insulation layers since it has been held that discovering an optimum value of a result 
effective variable involves only routine skill in the art. In re Boesch, 617 F.2d 272, 205 
USPQ 215 (CCPA 1980). 

Referring to claim 83, no patentable weight has been given to the method of 
manufacturing limitations (i.e. joint/applied together by multi-layer extrusion die) since 
even though product-by-process claims are limited by and defined by the process, 
determination of patentability is based on the product itself. The patentability of a 
product does not depend on its method of production. If the product in the product-by- 
process claim is the same as or obvious from a product of the prior art, the claim is 
unpatentable even though the prior product was made by a different process. In re 
Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985). It would have been 
obvious to one having ordinary skill in the art at the time the invention was made to select each 
of the first plastics material, the second plastics material and the third plastics material from at 
least one of an ethylene butyl acrylate copolymer rubber, an ethylene-propylene-diene 
monomer rubber (EPDM), an ethylene-propylene copolymer rubber (EPR), LDPE, HDPE, 
PP, PB, PMP, XLPE, EPR, and a silicone rubber since it has been held to be within the 
general skill of a worker in the art to select a known material on the basis of its suitability for 
the intended use as a matter of obvious design choice. In re Leshin, 125 USPQ 416. 
2. Claims 71-74 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kuznetsov in view of Elton et al. as applied to claims 50-51 above, and further in view of 
Redfern (UK 468,827). Kuznetsov and Elton et al. substantially teaches the claimed invention 
except that it does not show that each of the at least one slot having a plurality of substantially 
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circular cylindrical openings extending axially and radially outside one another, at least one 
pair of adjacent openings being joined by a narrower waist portion. Neither Kuznetsov nor 
Elton et al. disclose that a radii of the plurality of substantially circular cylindrical openings 
decrease in a direction away from a yoke portion of a laminated core of the stator. 

Redfern discloses that each of the at least one slot having a plurality of substantially 
circular cylindrical openings extending axially and radially outside one another, at least one 
pair of adjacent openings being joined by a narrower waist portion. Redfern discloses that a 
radii of the plurality of substantially circular cylindrical openings decrease in a direction away 
from a yoke portion of a laminated core of the stator. Redfern' s invention has the purpose of 
giving the machine a suitable leakage value. 

It would have been obvious at the time the invention was made to modify the high 
voltage of Kuznetsov and Elton et al. and provide it with slot configuration disclosed by 
Redfern for the purpose of giving the machine a suitable leakage value. 

Response to Arguments 
5. Applicant's arguments filed 24 July 2002 have been fully considered but they are not 
persuasive. Applicant argues that Elton does not disclose a rotating electric machine having a 
winding with two semiconducting layers. The examiner points out that Elton clearly intends 
the insulated conductors for use as windings in a dynamoelectric machine (abstract; c.4, line 
50-C.6, line 4; c.8, lines 45-60; Figs. 1-6). In response to applicant's argument that there is no 
suggestion to combine the references, the examiner recognizes that obviousness can only be 
established by combining or modifying the teachings of the prior art to produce the claimed 
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invention where there is some teaching, suggestion, or motivation to do so found either in the 
references themselves or in the knowledge generally available to one of ordinary skill in the 
art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988) and In re Jones, 958 
F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, Elton's cable winding minimizes 
the possibilities of corona discharge. 

Conclusion 

6. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). A shortened statutory period for reply to this final 
action is set to expire THREE MONTHS from the mailing date of this action. In the event a 
first reply is filed within TWO MONTHS of the mailing date of this final action and the 
advisory action is not mailed until after the end of the THREE-MONTH shortened statutory 
period, then the shortened statutory period will expire on the date the advisory action is 
mailed, and any extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing 
date of the advisory action. In no event, however, will the statutory period for reply expire 
later than SIX MONTHS from the mailing date of this final action. Any inquiry concerning 
this communication or earlier communications from the examiner should be directed to Burton 
S. Mullins whose telephone number is 571-272-2029. The examiner can normally be reached 
on Monday-Friday, 9 am to 5 pm. If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Nestor Ramirez can be reached on 571-272-2034. 
The fax phone number for the organization where this application or proceeding is assigned is 
703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status information for 
unpublished applications is available through Private PAIR only. For more information about 
the PAIR system, see http://pair-direct.uspto.gov. Should you have questions on access to the 
Private PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). ^ 
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